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* Overview of Section 102 of the AIA
* Identifying AIA patent applications
= Prior art and exceptions under the AIA

* Declarations to invoke the AIA exceptions
= Basic rules

* Types of declarations

* Examples of using declarations
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The Race to the Patent Office

OVERVIEW OF
THE FIRST-TO-FILE SYSTEM
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Identifying First-to-File Applications

= Effective filing date on or after March 16, 2013 are subject to
the new rules

® Unlike pre-AIA law, a foreign priority date can be the effective filing
date of a claimed invention

* First-to-file applications

= Larger pool of prior art

= Susceptibility to post grant review March 2013
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Foreign Priority Date

* The foreign priority date is treated as the effective filing date
of the claimed invention if:

= the foreign application supports the claims under 112(a), and
= the applicant has perfected the right of priority by providing:
= a certified copy of the priority application, and
= a translation of the priority application, if applicable.

* May need to make statement for “transition applications”

Statement under 37 CFR 1.55 or 1.78 for AlA (First Inventor to File) Transition
Applications

This application (1) claims priority to or the benefit of an application filed before March 16, 2013 and (2) also

contains, or contained at any time, a claim to a claimed invention that has an effective filing date on or after March
[] 16,2013

NOTE: By providing this statement under 37 CFR 1.55 or 1.78, this application, with a filing date on or after March

16, 2013, will be examined under the first inventor to file provisions of the AIA.
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Statement under 37 CFR 1.55 or 1.78 for AlA (First Inventor to File) Transition
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This application (1) claims priority to or the benefit of an application filed before March 16, 2013 and (2) also

contains, or contained at any time, a claim to a claimed invention that has an effective filing date on or after March
[] 18,2013,

NOTE: By providing this statement under 37 CFR 1.55 or 1.78, this application, with a filing date on or after March

16, 2013, will be examined under the first inventor to file provisions of the AIA.
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Status Identified in Office Action

Applicant(s)
PHILLIPS, JEFE!

Office Action Summary Examiner Art Unit
JOHN PRESTON 3601

~ The MAILING DATE of this communication appears on the cover sheet with the correspondence
Period for Reply
A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FRCOM THE MAILING DATE OF
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e Ay roply recsoret b v O s 1 e o ahet the i e o s commnicaion. v f Sy flsc may redics &y
sty St penttrm jusimant Sea 37 GFF 1 704(8)
Application/Gontrol Number: 14/015,152 Page 2

Art Unit: 3691

1. The present application, filed on or after March 16, 2013, is being examined

under the first inventor to file provisions of the AlA.
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Art Unit: 3691

1. The present application, filed on or after March 16, 2013, is being examined

under the first inventor to file provisions of the AlA.
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First-to-File Statutory Framework

102(a)(1) (Public

Disclosures) 102(b)(1)(A)

102(b)(1)(B)

102(a)(2) (Prior
Filed Patents and 102(b)(2)(A)

Grace Period for Inventor
Disclosures or Obtained
from Inventor

Rule 130(a)
(Attribution)

Grace Period for
Intervening Disclosure by
Third Party

Rule 130(b) (Prior
Public Disclosure)

Disclosures Obtained Rule 130(a)
from Inventor (Attribution)

Published Apps)
Intervening Disclosures Rule 130(b) (Prior
LRIEI0, by Third Party Public Disclosure)
Commonly Owned Statement of common
eI Disclosures ownership
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Prior Art — 102(a)(1)

* Precludes a patent if the claimed invention was:
= Patented,
= described in a printed publication,
= in public use,
= on sale (see also Appendix A), or
= otherwise available to the public

before the effective ﬁ/z'ng date of the claimed invention.
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Grace Periods — 102(b)(1)(A) and (B)

* A disclosure is not prior art it the disclosure was made 7 year
or less before the effective filing date of a claimed invention; and

* (A) the disclosure was made by the inventor or joint inventor or by
another who obtained the subject matter disclosed directly or
indirectly from the inventor or a joint inventor (attribution); or

= (B) the subject matter disclosed had, before such disclosure, been
publicly disclosed by the inventor or a joint inventor or another who
obtained the subject matter disclosed directly or indirectly from the
inventor or a joint inventor (shielding disclosure).

* Both the third party's disclosure and the inventor-originated disclosure
must have disclosed the same subject matter
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Ex. Exception Under 102(b)(1)(A)

* 102(a)(1)— described in a printed publication prior to eftective
filing date

* 102(b)(1)(A) — disclosure was made by the inventor and
application filed within 1 year

<1vyear

(—)%

Public disclosure Inventor files
by the inventor application
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Ex. Exception Under 102(b)(1)(B)

* 102(a)(1)— described in a printed publication prior to eftective

filing date

* 102(b)(1)(B) — the inventor publicly disclosed the same subject
matter before the intervening disclosure

<1vyear
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disclosure by another application
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Prior Art — 102(a)(2)

* Precludes a patent to a different inventive entity if the
claimed invention was described in:

= a US. Patent:
= a US. Patent Application Publication; or
= a PCT Application Publication that designates the U.S.

that was effectively filed before the effective filing date of the claimed invention.
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Exceptions — 102(b)(2)(A), (B), (C)

= A disclosure shall not be prior art to a claimed invention if:

* (A) the subject matter disclosed was obtained directly or indirectly from
the inventor or a joint inventor (attribution);

= (B) the subject matter disclosed had, before such subject matter was
eftectively filed under subsection (a)(2), been publicly disclosed by the
inventor or a joint inventor or another who obtained the subject matter
disclosed directly or indirectly from the inventor or a joint inventor
(shielding disclosure); or

* Both the third party’s disclosure and the inventor-originated disclosure must
have disclosed the same subject matter

= (C) the subject matter disclosed and the claimed invention, not later than
the effective filing date of the claimed invention, were:

* owned by the same person,
* subject to an obligation of assignment to the same person, or

= deemed to have been owned by or subject to an obligation of assignment to
the same person, in view of a joint research agreement.
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Ex. Exception Under 102(b)(2)(B)

* 102(a)(2) — was described in a U.S. Patent that was effectively
tiled before the effective filing date of the claimed invention

* 102(b)(2)(B) — the inventor publicly disclosed the same subject
matter before the intervening application

<1vyear

A
( |

Y

Inventor’s public Application filed Inventor files Patented by
disclosure by another application another
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How do I inform the Examiner the cited reference is not prior art?

USING DECLARATIONS
UNDER THE AIA

ALSTON
&BIRD..s

1 JT S He 4 e 44 e L |S= e i e - > I~
BN EATHEAIT TN EZ ESDPHTEEREITIEAAN?

AIAICESCEEBERIATS

(

ALSTON
&BIRD s




Types of Declarations or Affidavits

* File Declaration under 37 C.F.R. 1.130 (Rule 130) to show
exception applies

* Rule 130(a) Declaration of Attribution — invoke exceptions under
102(b)(1)(A) or 102(b)(2)(A)

= Rule 130(b) Declaration of Prior Public Disclosure — invoke
exceptions under 102(b)(1)(B) or 102(b)(2)(B)

* Preponderance of the evidence standard applies to Rule 130

* A statement is sufficient (not a declaration) to invoke the
102(b)(2)(C) common ownership exception
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Examiner to Confirm Declaration

* Declarations under Rule 130(b) are marked and information
will be printed on the face of the issued patent

Status
1)O Responsive to communication(s) filed on ____
[ A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon .
2a)[] This action is FINAL. 2b)[] This action is non-final.

Note: Patent file contains
an affidavit/declaration
under 37 CFR 1.130(b).
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Status
1)0J Responsive to communication(s) filedon ___ .
[ A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on
2a)[] This action is FINAL. 2b)B< This action is non-final.

T RHHFITAVISIE, 37
CFR 1.130(b)c & J<E
EMARE/EEENEF

nsd

ALSTON
# «BIRD..




Preparing Rule 130(a) Declaration

* A Rule 130(a) declaration must show sufficient facts to
establish that it is an inventor-originated disclosure:

® An unequivocal statement that the declarant(s) invented the potential
prior art subject matter (or execute an inventor’s oath under 87 CFR
1.63)

= A reasonable explanation of the presence of additional
authors/inventors of the potential prior art subject matter

= Not necessary for the others to provide a confirmatory declaration

* Not necessary to show that the inventor-originated disclosure
was an enabling disclosure under 35 US.C. § 112(a)

= See Appendix D for sample language
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Preparing Rule 130(b) Declaration

* A Rule 130(b) declaration must show sufficient facts to
establish that the subject matter disclosed was previously
publicly disclosed in an inventor-originated disclosure:

= Describe the same subject matter disclosed with sufficient detail and
particularity

= Provide the date of disclosure

* Include a copy of the disclosure if it was a printed publication

* Not necessary to show that the inventor-originated disclosure
was an enabling disclosure under 35 U.S.C. 112(a)

= See Appendix E for sample language
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What is Same Subject Matter for 130(b)?

= Form of disclosure does not need to be same
= Not required to disclose in the same manner
* Not required to use identical words, figures, tables, expression

* The third party’s intervening disclosure can be a more general
description of the previous inventor-originated public disclosure

* Obviousness is not the standard
* Do not compare the disclosure to the claims under examination

= Partial exception possible

® Only that portion of the third party’s intervening disclosure that was
previous in an inventor-originated disclosure is subject to the exception

® Portion that was not previously disclosed is available as prior art

ALSTON
*» <BIRD..

130(b)IZLVDRI— D AR &Ll H ?

= FATRORANE—THILELEL
= EA—OEHTORRIFERSNGL
- 2<KEALXE. B & ZREAVSIEFERSNGEL

= BZFICLDPREBATA. TNLURNTON-RBAZEBR
DAREYH, —RIZERTHOTHLRWN(FA—THD)

= ESE - BRAMEFREENELD
= AREBEDRDOIL—LITEELEGND
= BB AT RE

= BEZHOHRERATNDIL . EPEHEDHFKRTY TITRATRSNTL
BRI BINDHRELD

= ENLSDFRRSNTUVENERS (X, £iTHifT &L THIART 48

ALSTON
b «BIRD..

20



Ex. Same Subject Matter
Inventor’s prior Third party’s Is the same subject matter
public disclosure intervening disclosure | disclosed?

Discloses a stent

Discloses a stent

Discloses an
intravascular device

Discloses a stent

Discloses a stent

Discloses a stent
Discloses an

intravascular device

Discloses a stent

Discloses a valve

Discloses a stent, a
balloon catheter, a valve,
and a guidewire.

41

Yes

Yes, the intervening disclosure is
a more general description of the
inventor’s public disclosure

No (does not matter if claims are
directed to an intravascular
device)

No, even though the two may be
obvious variants

Partially — yes as to the stent, but
no as to the others not disclosed
in the inventor’s prior public
disclosure
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Limits for Using Declarations

* Rule 130 declarations cannot overcome:
" statutory or non-statutory double patenting rejections; and

= public disclosures that occur before the grace period.

= A prior art subject to the exception may still be used as
evidence relevant to 35 U.S.C. §§ 101 or 112

* May need to consider a petition for a derivation proceeding
instead, if:
* the intervening disclosure is a U.S. patent or U.S. patent application

publication having claims that are the same or substantially the same;
and

= the inventor named in the intervening disclosure derived the claimed
invention from you or a joint inventor.
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Including Statement in Specification

= Alternatives to Rule 130 declarations

* New 37 CFR 1.77(b)(6): Applicants may include a statement
in the specification regarding prior disclosures by the
inventor or a joint inventor

= To establish (A) attribution or (B) prior public disclosure
= Substantive requirements are the same as declarations under Rule 130

= Cannot add statement after original filing date; will be considered new
matter

= See Appendix F for sample language
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Other Background Information

= See also
= Appendix B for comparison to pre-AIA declarations
= Appendix C for when to file a Rule 130 declaration
= Appendix G for disputing decision involving Rule 130 declarations

= Appendix H for comparison of a declaration and affidavit
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EXAMPLES OF INVORING
EXCEPTIONS
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Ex. 1: 130(a) Decl. and 102(b)(1)(A)

* Smith and Taylor co-author article disclosing invention

= ABC Corp. files a U.S. application within 1 year listing Smith
as sole inventor (inventor oath is of record)

* Rejection under 102(a)(1)

* File 180(a) declaration by Smith stating Taylor was a
research assistant and not and inventor

= If had included a 1.77(b)(6) statement in the specification, would cite
that in the response

<1year

—

2 4

Publication by
Smith and Taylor

Application filed naming
Smith as inventor
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= Smith&TaylorD HEIR XM FEAZHR
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= Smith®Y, Taylor([ZHAZBIF THY . FBAETIH LGN o1&
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Ex. 2: 1380(a) Decl. and Foreign Priority

<1year

|

* Rejection under 102(a)(1)

[

\

¢

L g

* Smith and Taylor co-author article disclosing invention
= ABC Corp. files JP application at 6 months (i.e. within 1 year)
* ABC Corp. files PCT application based on JP application

* PCT app enters U.S. national phase (inventor oath of record)

* Pertect JP priority date and file 130(a) declaration by Smith
stating Taylor was a research assistant and not an inventor

Smith and Taylor
publish article

JP application
filed naming
Smith as inventor

53

PCT application
filed claiming
priority

’_

US nat’l phase
application filed
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Ex. 3: 130(a) Decl. and 102(b)(2)(A)

* Smith discloses invention X to Taylor during a meeting
= Taylor files U.S. application disclosing X but not claiming it

* ABC Corp. files U.S. application for X naming Smith
(inventor oath of record)

* Taylor’s application publishes; rejection under 102(a)(2)

* File a 130(a) declaration by Smith explaining circumstance
under which he told Taylor about X before Taylor’s filing

date
Smith discloses Taylor files application Application filed Taylor’s
invention X to disclosing X but not naming Smith as application
Taylor in meeting claiming it inventor published
s ALSTON

&BIRD..

Bls: 130(a)DEFE E102(b)(2)(A)

= SmithAEEHRIZHKBAXZE Taylor|ZFTRT S
] Taylor?f)i XZERTRT AINFHERLAZVKEHEEZ IR

= ABC Corp.mXIZDUVT, SmithZHBAE L3 B HFEZ K EIC
= H (Inventor OathtirH)

= TaylorlZkDHEFEMN ARSI, 102(a)(2)[CEDIEENTH
ns

= Taylor|Z& A HFER DRTIZSmithAAXIZ DUV T TaylorlZ5E-
KR ZERBAT 5130() DEE EFSmithHMZH

T

SmithHV& &I Taylorh¥, X&BRT % SmithxFBAEE TaylorlZ& 5 H
REAXETaylorls AR T HH AR H A
BT S REEIRHT S shb
56 ALSTON
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Ex. 4: 130(a) Decl. and 102(b)(1)(A) & (b)(

* Smith discloses invention X to Taylor during a meeting

= Taylor files U.S. application that discloses but does not claim
X; Taylor’s application publishes

* ABC Corp. files JP app for X naming Smith as inventor
(inventor oath of record) within 1 year of publication

* Subsequent US app rejected under 102(a)(1) and (a)(2)

* Perfect priority and file a 180(a) declaration by Smith
explaining circumstance under which he told Taylor about X
betore Taylor’s filing date

<1year

/\( | )
& X X od

Smith discloses Taylor files app Taylor’s application JP application US application

invention X to disclosing X but published filed naming filed (Paris)

Taylor in meeting not claiming it Smith as inventor ALSTON
57 &BIRD..s

il 4: 130() DE

= SmithAEEHRIZHKBAXZE Taylor|ZFTRT S

= Taylorh®, X&RRT 2MFEFERLGVVKEHFEEFIREL.
Taylor@&ﬁﬁﬁf/&ién%)

= ABC Corp.MARMNSIFLANIZ, XIZDLVTSmith% FEEA
FH LT HHFE (Inventor OathtigH ) Z B ARIZIRHE

= RKEHRFEIL. 102(a)(1)B&U(a)(2)[cEDEHEMEIND

= BEIELZREEL. TaylorlTkDHHFEH DHEIZSmithAXIZD
LT Taylor[TEE->T=KiRZEREAT S 150(a) DE & E% Smith

NG 1=
yaNt;dunt
-2 57
/_\ A

SmithhSRAHIZ TaylorA%, X% Tavlorli:otéﬂilﬁﬁﬁ“ SmithZ FKEAE L SKE|CHEEANR
SEBAX%E Taylor(= RT OO ApfEnd TRHENER  HENB S
[ e ) RUGWLHEE <8 TREEND ) ALSTON

RETS sBIRD..

29



Ex. 5: 130(b) Decl. and 102(b)(1)(B)

* Smith publishes an article about invention X
= Taylor publishes another article describing X and Y

* ABC Corp. files U.S. application for X naming Smith as
inventor (oath of record) within 1 year of 1% publication

* Rejection under 102(a)(1)
* File a 180(b) declaration by Smith stating X was disclosed in
an article prior to Taylor’s article
* Include a copy of the article showing date
= Explain X is the same Subjec‘glr‘ggrtter (Y still prior art)

\
[ \

Smith publishes article Taylor publishes Application filed naming Smith
regarding invention X article of Xand Y as inventor and claiming X o
s ALSTON

&BIRD..

* SmithAFEBEXIZDVNTORIELER

= Taylor/JixtYIZ’DL\_CEE'.ZELR—;%E“@Eﬁié’!&i
* ABC Corp.h', RFIDARMNS1ELIANIZ, XIZTDLVTSmithZ FEAE L
T HKEEHFHEEFIZE (Inventor OathBiH)
= 102(a)()IZEIIEHENTHND
= SmithA', TaylorDFRX DHIZH DX TXARARSN TV -ED
130b)DEESEZRREH
» BtERTHRIXDIE—ZFEDHD
* XIER—DFBTHAZLEHRATH(ENTEES., YILETHEMELD)

1R
A
[ x \
FEBXITDOVWTDRXE TaylorAXEYIZDLY  XIZDUWVTsSmithEFBIHE &L
SmithhA&RT % TOMXELRYT HHFEHRTHHESREE
% 60 Fe%s)

ALSTON
&BIRD s
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Ex. 6: Common Owner and 102(b)(2)(C)

= A Corp. files U.S. application 1 naming Taylor as inventor
* B Corp. files U.S. application 2 naming Taylor as inventor
= A Corp. and B Corp. have a related joint research agreement (“JRA’)
= A Corp. files U.S. application naming Smith as inventor
= Taylor applications publish; rejection under 102(a)(2)

* Submit an attorney statement that, no later than the filing
date of Smith’s application, the subject matter of Taylor’s
applications were commonly owned or deemed to be
commonly owned per a JRA (and add B Corp. to application)

X O

A Corp. files B Corp. files A Corp. files Taylor apps are published
Taylor app 1 Taylor app 2 Smith app
6l ALSTON

&BIRD..

Hle: F£EFTHE £102(b)(2)(C)

= A Corp.®TaylorZ HBAE LT HREHFHFHEZTRE

= B Corp.®Taylorz F#HAE LT HKRENFFHEZ IR
= A Corp.&B Corp.IZiF. CHIZEEEL T, #RBHAFEHI (JRA) A H D

= A Corp.ASmithz F#EAE LT HKERHFHEZIRE
= TaylorDHREMNARIN. 102(a)2)[TEDNTIEEIND

= Smith® HFEHEFETIZ, TaylorD ERERNE EIRAIZH->TH
BINTW =, FEE5RGSh TV = (D, B Corp.ZH
FENICEM) ED. KEREAIZLLIFHAZIRE

VSN

A Corp.hSTaylor® B Corp./hTaylor® A Corp.Hh¥Smith® Taylor® 2440 HFAAS X BRE
EE1ZHMT S RPEHET S FEPEHET S nad
o ALSTON

&BIRDuws
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Ex. 7 Common Owner and 102(b)(2)(C)

A Corp. files U.S. application naming Taylor as inventor
Taylor application publishes

A Corp. files U.S. application naming Smith as inventor
Rejected under 102(a)(1)

Cannot overcome by a statement of common ownership

* The exception under 102(b)(2)(C) only applies to rejections under

102(a)(2)
Taylor application Taylor application Smith application by
by A Corp. publishes A Corp.

ALSTON
% <BIRD..

Bl7: EEFRAEEE102(b)(2)(C)

A Corph®, Taylorz #EBAE LT HREFFHETIRE
TaylorD HFEMN NSNS
Smithh¥, A Corp.DFFIE T SR EFEFHELTIREH
102(a)(DIZEDNTEESN D
HEIMEDEBRICE>TET ZEIETEEL

= 102(b)(2)(C)DBIFH L. 102(a)(2)I<HIIEMICO A BRSNS

o

A Corp./H'\Taylor® Taylor® HEFEASN A BRE A Corp.H¥Smith@) F&
RPZHET S nd BT %
o ALSTON

&BIRDuws
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APPENDIX
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A: Compare with Pre-AIA Use/Sale

* USPTO interpreting “on sale” under AIA as only covering
public sales activities

= Under pre-AIA law, secret sales and secret offers to sell were prior art
* Under AIA, use and sales in non-U.S. countries is prior art

= The use or sale does not have to enable one to make and use
the claimed invention under 85 U.S.C. § 112 under both law

| |Pre-AlIA 102(a) | Pre-AIA 102(b) |AIA 102(a)(1)

Used Public Use in Public Use in Public Use
US. US. Anywhere
On Sale N/A Public or Secret  Public Sale
Sale in U.S. Anywhere

ALSTON

¢ SBIRD..

A: Pre-AIAD{FE R/ R &ED LLEL

= USPTOIFAIADHBETIE TERFE1ESNBZDIZLADFTYHLEBOH T

HHEBIRLTLNDS
* Pre-AIADEETIE. RETORFESIUVURNETORFTEOBRLUH (FETHR
fiicdH 1=

= AIADBETIE KEUSNOETOFERERFTLEITRITESS

s WEDDET, ERAELFRFTEE RERFE 1 12RICEDVTEK
RALEDOEAEEMATARICLESTHELL

_ Pre-AIA 102(a) | Pre-AIA 102(b) | AIA 102(a)(1)

RKEATAA RKERAT2A £HRo0EH

TAH
E G B3 RKEREITLHL 2HEFEOECH
TO, F=ldW  T—HRIZHRSE
ZEDHR5E
o ALSTON

&BIRD s
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B: Compare with Pre-AIA Declarations

Prior Invention

Attribution

Prior Public Disclosure

Common Ownership

Others (e.g. evidence of
secondary consideration)

131(a) — Swearing Behind

132 — Katz Declaration
(“Not by Others”)

N/A

131(c)
(applies to obviousness
rejections; see 103(c))

132

69

Pre-AlA Applications AIA Applications

N/A
130(a)

130(b)

N/A

(Statement under
102(b)(2)(C) is technically
not a declaration)

132

ALSTON
&BIRD.

B: Pre-AIADBEEE LD LELER

FATHEA

XN

oo
o 3
3 B

HiE

ZOM(ZRHERER
DI E)

131(a) - A7 -EnN_ >
L

(BIABIRYLRTISFBHE TR EE T
EEMRAEEHLREDRH)

132 -Katz2EEE (Tth D
FEHIZEBDTHLYY)
L

131(c)

(EHTEICKDIEHIZE R
aNn3;103(c) xS HR)

132

70

Pre-AIAH: T

FZAGL

130(a)

130(b)

UL
(102(b)(2)(C)I=ED<=BA
X, BRFICIXEEETIX
A AY)

132
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C: When to File a Rule 130 Declaration

* Declarations under Rule 130 must be timely presented in
order to be admitted
* Generally considered timely it submitted:
= prior to a final rejection;
* before appeal in an application not having a final rejection;

= after final rejection, but before or on the same date of filing an appeal,
upon a showing of good and sufficient reasons why the affidavit or
other evidence is necessary and was not earlier presented; or

= after the prosecution is closed (e.g., after a final rejection, after appeal,
or after allowance) if accompanied by an RCE

ALSTON
" <BIRD..

C:iRAl1s0MESENIRHFFHA

HANsolCEOKEEENROONE=OIZI1E., EHFIZIZE
LA IR nE0y
= RENTRICRESINIE., —RUISERFERGINS:
» RIRIEHROF]
» RIREMREZ(FTTUVEOHEBEICE VT, 25RO FT

 BRRRIEEOREN. BEEEZXEIXFOMOIEMNABHETHY. E£IZ
RREhEGh =@ D+ R EBEERLI- LT ERE XY
F-IZEBTHA. £-(E

* RCE(##ZEEFER) LEBICIRH (RERMNIEHRDE., ERDE. F
FIIEFEETEDREEDESR)
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D: Sample Rule 130(a) Declaration

= ], , do hereby declare and state the following:

= [ am the sole inventor of the subject matter disclosed and claimed in the
present patent application, U.S. Patent Application Serial No. , filed
on [date]], which claims priority to Japanese Patent Application No.
filed on [date].

= ] am also a co-author of the article entitled “ ,” [article citation] (“the
Article”), which was published on [date’]. The Article describes my work
and the disclosure was made by myself.

2]

* [Co-author] was working under my direction as a research assistant and
was not involved in the conception of the subject matter disclosed in the
Article.

* I hereby declare that all statements made herein of my own knowledge
are true and that all statements made on information and belief are
believed to be true; and further that these statements were made with the
knowledge that willful false statements or the like so made are punishable
by fine or imprisonment, or both, under 1001 of Title 18 of the United
States Code and that such willful false statements may jeopardize the
validity of the application or any patent issued thereon.

ALSTON
7 <BIRD..

D: FBl130(a)D EEE D XH

*A:&_IIZKEEE J:U TRZESL.BETS:

= FhEAEEFHER. ?’ EI%]I L-E.'jjéz‘rt [5 SRRl by Nl =
ROFFEFHFASE YEr i BASE
=iz awrFaﬁTﬁi ;ﬁému\éma@o)uﬁ @%Hﬂ%rﬁ;éo

e
= AL [RMICARSH T J[EAXC%’&%IFH]&ﬁéh'CL\é 13X
(AT, TR ’*jci DHEETEHD, I_Junnjcl;t%@ﬁotﬁﬁnl =IA
CotL R B kot

- THEE Liﬁﬁ#uﬁjlikbfﬂ\@?ﬁ?ET’C“E%%‘??’J—C?B[')~ BEpd
SWTCBIRESN=ERADBAICIIEEL TLVEM T,

= AFAREFEIC J:L)szii( BWTHBFDOAMFICONTHEEINT NS
Bﬁﬁli‘é‘/\fﬁ?@f%U FHRE S UHEIEI -’DL\’C&éh’CL\éﬂﬁﬁli

= Qggﬁagn CEL

fdJoU\l VYA %‘I:&éﬁ%@ﬂiﬁﬁlitﬂlﬁﬁit(i%@EHEEI-R’DL\
Té t# 5 @ﬂg‘%_’l ZREISTHRREMEAHAHLER>TEEN

L_
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E: Sample Rule 130(b) Declaration

= ], , do hereby declare and state the following:

= [ am the sole inventor of the subject matter disclosed and claimed in the
present patent application, U.S. Patent Application Serial No. , filed
on [date]], which claims priority to Japanese Patent Application No. ,
filed on [date].

* [ am the author of the article entitled ,” [article citation] (“the
Article”), which was published on [date’], submitted concurrently
herewith. The Article describes my work and the disclosure was made by
myself.

* The Articles describes the [general subject matter’] and specifically
describes [detailed subject matter].

* I hereby declare that all statements made herein of my own knowledge
are true and that all statements made on information and belief are
believed to be true; and further that these statements were made with the
knowledge that willful false statements or the like so made are punishable
by fine or imprisonment, or both, under 1001 of Title 18 of the United
States Code and that such willful false statements may jeopardize the
validity of the application or any patent issued thereon.

ALSTON
I <BIRD..

E: fRAl1sob) DEFED X

Fhi& FIAREEEICLY. TLzESL. Bikd5:

= R [EMICiRESh, [BRICRRESh-BAROREFHESE_ SITHd 5
BEEZIRTOIARERFHBAFE__ SITBVOTHTRSN. BIFFERSNT
WOARBEDH—DRAZFETHD,

= FAE.[EMJCARENTI_ |EBSNh, RELRERIZRHEEIN DX X
2ZE5IAIJ(UT.TRERX ) DEETH D, REHXIE. DT oHRITDONT
L THY. AREREFIZE>TEShT =,

» ERXIE[—RMABCDONT, F A SRR EIIC DL TRERLTILNS,

= FAFAFIZRY. REBICEVTHBSOMBICOVWTESN TLOBRITT R
TEETHI_ L, Ff= BRELVHEEICESVTHESNTLIBERET T
EEXTHHLHEFEINTNADCE, SHIT, choDmE, MEICLDERDE
MBELFENITETHLDONEREEREZ ML 1sD1001IZEDSNTEHED
LLIEER, FFZORAICE>THEINDZE, GLLITH AN DHRICEDE
BORBERSHEEFE X ZOHRBEICE IOV TRITINIAF OB MEEREIT
DA REMEAH O LEH>THSN=LDTHAHEEEET B,

76

ALSTON
&BIRD s

38



I': Sample Statement Under 1.77(b)(6)

= Sample from USPTO presentation
STATEMENT REGARDEING PRIOR DISCLOSURES BY THE INVENTOR

OR A JOINT INVENTOR UNDER 37 C.

R. 1.77(b)(6)

{00021 A prior developed trapping device, a predecessor mode] to the present imvention, was offered for sale
on March 27, 2013 by the Victor Pest Control Company {Victor) as shown on their website,

fapping device from two of the present mventors, Charles Jordan St and Alexa

1. Victor Pest Control Company obtained the prior developed

rder Robert Thompson who,

during the course of their employment, developed the trapping device that their emplover began selling on
March 27, 2013. A copy of a print out of the website offering the trapping device for sale is provided on a

eoncurrently
14, 2013).

* Other samples

STATEMENT REGARDING PRIOR
DISCLOSURES BY THE INVENTOR OR A
JOINT INVENTOR
[0001] The following disclosure is submitted under 35 U.S.
C. 102(b)(1)(A): DISCLOSURE: Sample of Top Products &
Sample Companies, disclosed by Daniel T. Lambert and

Norbert Herman on Aug. 31, 2012, pages 1-2.

77

v tited Information Bisclosure Statement pursuant to the guidance of 78 Fed. Reg. 11076 (Feb.

STATEMENT REGARDING PRIOR
DISCLOSURES BY AN INVENTOR OR JOINT
INVENTOR
[0003] This invention was the subject of a presentation to
the public by inventor on 27 Apr. 2012 entitled “Baleen
whales and tubenose seabirds—a colossal chemosensory
convergence?” Al the 34th Meeting of the Association for

Chemoreception Sciences, Huntington Beach, Calif.

ALSTON
&BIRD..s

77(b)(6) I ZF D <Pk ) 345l

= USPTODTLEUT— 3> TIRRSN=3XH

STATEMENT REGARDING PRIOR DISCLOSURES BY THE INVENTOR
OR A JOINT INVENTOR UNDER 37 C.F.R. 1.77(b)}(6)

{00021 A prior developed trapping device, a predecessor mode] to the present invention, was offered for sale
on March 27, 2013 by the Victor Pest Control Company {Victor) as shown on their website,

WWW_ Y ot ol Victor Pest Control Compar
apping device from two of the present inventors, Charles Jordan Sy, and Al

obtained the prior developed
xander Robert Thompson who,

o

during the course of their employment, developed the trapping device that their employer began sefling on
March 27, 2013, A copy of a print out of the website offering the trapping device for sale is provided on a
concurrently filed Information Disclosure Statement pursuant to the guidance of 78 Fed. Reg. 11076 (Feb.

14, 2013).

= Tt

STATEMENT REGARDING PRIOR
DISCLOSURES BY THE INVENTOR OR A
JOINT INVENTOR
[0001] The following disclosure is submitted under 35 U.S.
C. 102(b)(1)(A): DISCLOSURE: Sample of Top Products &
Sample Companies, disclosed by Daniel T. Lambert and

Norbert Herman on Aug. 31, 2012, pages 1-2.

78

STATEMENT REGARDING PRIOR
DISCLOSURES BY AN INVENTOR OR JOINT
INVENTOR
[0003] This invention was the subject of a presentation to
the public by inventor on 27 Apr. 2012 entitled “Baleen
whales and tubenose seabirds—a colossal chemosensory
convergence?” At the 34th Meeting of the Association for

Chemoreception Sciences, Huntington Beach, Calif.
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G: Disputing Decision on Declaration

= Jf a declaration is denied based on formal matters, a review
can be sought by way of a petition

* Review is by the TC Director

= If a declaration is denied based on the merits, a review can be
sought by way of an appeal

* Review is by the PTAB

79 ALSTON

&BIRD..

EEENAEAMBEICEDLVTEESNIESIZIE.
PetitionlZ& 2 TLE 2a—%KDBIENTES
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* LEa2—IIPTABUFHFEHIE) IZK-THIThHND
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H: Compare Declaration and Affidavit

Generally the same substance

Both are written statement based on person first hand knowledge

= Affidavit

Made under oath before a notary public, magistrate, or officer authorized to
administer oaths (for Japan at U.S. embassy or U.S. consulate)

= Declaration

Acknowledgement that willful false statements and the like are punishable by fine
or imprisonment, or both, and may jeopardize the validity of the application or any
patent issuing thereon

A statement that all statements made of the declarant’s own knowledge are true
and that all statements made on information and belief” are believed to be true

* Legal Effect

=  Both affidavits and declarations assert factual information.

* Presumption of authenticity for affidavits

= May become relevant if the declarant later becomes hostile to the patentee/owner, ill, or
dies, making it more difficult to prove authenticity

ALSTON
5 <BIRD..

» NERIIEBEIZELC
s MAELIC, ADEEMHEICE CEECORTETHD
» FE#BE (Affidavit)

SEA P, FLEEEE SRR AT RSO TOREIH S
ey SR s =

- EEE (Declaratlon)
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et ie SR AN SNCL 5 L Ay PN R
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r FEHBRELEEELLLIC. FRELTOIFEREMET S
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