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= “AJA Trials, The First Two Years”

= Introduction to AIA trials and trial procedures
* “The rise of AIA trials”

= Statistics and trends
= “AlIA Trials in Practice”

= Should I challenge a patent via AIA trials?

= AIA trials with/without co-pending litigation

= Patent owner considerations in a post-AIA world
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There will soon be as many as 300 administrative patent judges “acting
as death squads, killing property rights.” — Randall R. Rader

AIA TRIALS, THE FIRST TWO
YEARS
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Introduction to Trials

Filed within 1 year of service
of a complaint for patent
infringement

All pre-AIA patents eligible;
post-AIA patents eligible for
IPR only after 9 months post-
issuance

Grounds of invalidity must be
based on anticipation or
obviousness in view of patents
and printed publications

Estoppel: Any grounds raised
or reasonably could have been
raised

Inter Partes Review (IPR) Covered Business Method Post-Grant Review (PGR)
Review (CBM)

No time limit; Petitioner must
have been sued or charged with
infringement

Must be filed before filing a declaratory judgment of invalidity

Eligible patents are limited to
“covered business methods” and
not “technological inventions”

All grounds of invalidity
available

Estoppel: Grounds actually
raised

Limited discovery available (generally limited to depositions)

Petition must be filed within 9
months of issuance of the
patent

Only post-AIA patents (i.e.,
effective filing date after March
16, 2013) eligible

All grounds of invalidity
available

Estoppel: Any grounds raised
or reasonably could have been
raised
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ATA Trials:

18-Month Maximum
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= Petitioner’s case-in-chief
= Identifies proposed grounds of rejection

= Proposes claim construction under the “broadest reasonable construction”
standard

* Includes expert testimony
= Dictates scope of the review
* Multiple petitions can be filed against the same patent

* But do not expect a second chance to re-file a denied petition based on the
same primary reference, based on new evidence or combinations

* Board has discretion to reject petitions presenting cumulative arguments

* Petition may include a request to join a previously filed petition
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Tips for Preparing the Petition

Detailed explanation and reasoning

= Citations or quotes from references without explanation as to how a
claim limitation is met by reference not enough

= Explain reasons why it is obvious, such as why one of ordinary skill
would have combined the references

* Avoid conclusory statements

Address terms that do genuinely require construction

* Have adequate support for proposed construction
= Intrinsic evidence

= Extrinsic evidence (dictionaries, experts, litigation materials)

Consider variety instead of redundant grounds
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AIA Trials Timeline
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Patent Owner Preliminary Response

* Optional Response

* TFiled in the majority of cases

* Patent Owner’s first chance to rebut the arguments in the
Petition

= Address claim construction
* Identify missing elements

= Highlight if petitioner is barred from an AIA Trial

* New testimonial evidence is not permitted
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AIA Trials Timeline
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AITA Trial Institution Decision

Standard for institution:

= [PR: Reasonable likelihood that petitioner would prevail with respect
to at least 1 of the claims challenged in the petition

= CBM / PGR: “More likely than not” that at least 1 challenged claim
is unpatentable, or raises a novel or unsettled legal question

First decision on the merits (~82% institution rate)
= [Initial claim construction and analysis of the prior art references

* Generally granted on only the “best” grounds of rejection

* Decision within 6 months of the Petition filing date

Trial starts upon institution decision
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AIA Trials Timeline
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AIA Trial Discovery

* Routine Discovery

® Generally limited to discovery on the cited exhibits and cross-
examination of witnesses

= Automatically allowed

* Additional Discovery

= Discovery as to other documents, secondary indicia of
nonobviousness, etc. is available but unlikely

* Granted only in the interest of justice
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AIA Trial Discovery - Depositions

* Declarants will be deposed

* Depositions for foreign deponents

= Uncompelled deposition testimony outside the U.S. may only be taken
upon agreement or as the Board specifically directs

* Both parties may retain interpreters

= Same interpreter may be used in the deposition and to prepare the
witness

* Cannot serve simultaneously as both an attorney and interpreter
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AIA Trials Timeline
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PO Response / Motion to Amend

* Patent Owner’s Case-in-Chief
* Responds to the petition with regard to all instituted challenges
= Depositions of Petitioner’s expert declarants
= Expert testimony

* Motion to Amend (statistically improbable)

* Burden is on the movant (i.e,, the patent owner) to show the patentable
distinction of the proposed amended claim
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AIA Trials Timeline
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Petitioner Reply

* Addresses Patent Owner response

* Limited to arguments raised in the Patent Owner response
* Limited to 15 pages

* Depositions of Patent Owner’s witnesses

= Petitioner also files opposition to any motion to amend (in
which case, Patent Owner gets a reply)
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AIA Trials Timeline
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Oral Hearing and Final Decision

* Oral Hearing
= Appellate style hearing

= “Hot” panel with directed questions

= About 60 minutes

® Unlikely to allow live testimony

= Final Written Decision

= Final written decision must be issued within 12 months of the institution
decision

® No presumption of validity; preponderance of the evidence
= Estoppel effective upon entry of the final written decision

= Appealable to the Federal Circuit
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“We want the parties and the district courts to be so confident not only
in the quality of our decisions but in the pace at which they are
delivered.” — Chief Administrative Patent Judge James Smith

THE RISE OF AIA TRIALS
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Why Are AIA Trials Being Used?

= Current AIA Trials Statistics

= Higher likelihood of a claim being found unpatentable when compared
to other proceedings

= Likelihood of stay
* High usage rates

= Highly technical patents are accepted

= Current Users
= Most active Petitioners

= Most active Patent Owners
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Inter Partes Review Petitions

? Terminated to Date (as or 111512015

20,206 Claims in 617 Petitions

9,048 Claims Challenged 11,158 Claims Not Challenged
(617 Petitions)

2,934 Claims
6,114 Claims Instituted Challenged
(68% of Claims Challenged) but Not
(425 Petitions) Instituted
(32% of Claims
Challenged)

2,176 Claims Found

Unpatentable

(36% of Claims Instituted,
24% of Claims Challenged)
(173 Petitions)

\Inter Partes Review Petitions
Y) Terminated to Date (as of 1/1512015)

20,206 Claims in 617 Petitions

9,048 Claims Challenged 11,158 Claims Not Challenged
(617 Petitions)

2,934 Claims
6,114 Claims Instituted Challenged
(68% of Claims Challenged) but Not

(425 Petitions) Instituted
(32% of Claims
Challenged)

2,176 Claims Found
Unpatentable

(36% of Claims Instituted,
24% of Claims Challenged)
(173 Petitions)
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Stays of Co-Pending Litigation

= Stay Motion
Granted

m Stay Motion Denied

= Stay Motion Denied
Without prejudice

ALSTON
&BIRD..

Rl EITDERERDIFLE
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= Stay Motion Denied

® Stay Motion Denied
Without prejudice

ALSTON

&BIRD s

25



JAYVAY Progress (as of March 12, 2015)
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AIA P rog reSS (for FY15 through March 12, 2015)

» AlA Petition Technology Breakdown

0.2%
M Electrical/Computer - TCs 2100,
2400, 2600, 2800 (546)

m Mechanical/Business Methods -
TCs 3600, 3700 (205)
M Chemical - TC 1700 (30)

M Bio/Pharma - TC 1600 (65)

M Design - TC 2900 (2)

N

(% = AIA P rog reSS (for FY15 through March 12, 2015)

» AlA Petition Technology Breakdown

0.2%
M Electrical/Computer - TCs 2100,
2400, 2600, 2800 (546)

W Mechanical/Business Methods -
TCs 3600, 3700 (205)
m Chemical - TC 1700 (30)

M Bio/Pharma - TC 1600 (65)

M Design - TC 2900 (2)

Highly Technical Patents Are ..
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Major Users of IPRs

e Petitioners e Patent Owners
— Apple (46) — Zond (62)
— Samsung (38) — Intellectual Ventures (43)
— Gillette (33) — VirnetX (37)
— Google (33) — American Vehicular
— Intel (30) Sciences (32)
— TSMC (24) — Clouding IP (25)
— Medtronic (22) — Magna Electronics (24)
— TRW Automotive (20) — NuVasive (18)
— Microsoft (20) — PersonalWeb Technologies
— Ford (20) (14)
— Black Hills Media (9)
— B.E. Technology (9)
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Are AIA Trials Right for Me?

AIA TRIALS IN PRACTICE
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Should I Use AIA Trials?

e Consider AIA Trials if:

— Patent Owner is a non-
practicing entity

— 3+ reference combinations
needed for obviousness

— § 101 challenges for
covered business method
(e.g., software or financial
patents)

— Complex technologies

— Need leverage to promote
settlement of litigation

¢ Avoid AIA Trials if:

— Strong non-infringement
arguments

— Weak invalidity case
— Concerned about estoppel

— Prior art is not patents or
printed publications (IPR).
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Using Joinder Strategically

* Must file motion for joinder not later than 1 month after
institution date of IPR
* The one-year time bar does not apply to a request for joinder

* Could challenge additional claims in separate IPR even after 1 year
bar by joining an earlier instituted IPR by the same party

* Third-party could join an IPR even after 1 year bar by joining another
petitioner’s instituted IPR

* Factors
* Whether joinder will complicate (additional claims, prior art, issues)

= Timeliness and impact on schedule and other procedural issues

‘Want to make it easier on the Board — be ready to
cooperate and compromise if needed
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Other Factors Affecting Decision

* Advantages * Disadvantages

— High claim invalidation — Could face a multi-front
rate battle

— Technically trained — Increased cost
Judges — Must maintain

— Early claim construction consistency between

— Claims broadly proceedings
construed — Potential of estoppel

— Stays often granted

— Cost generally cheaper
than litigation

— Avoid costly discovery
— Leverage
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Using Without Co-Pending Litigation

* Advantages

— Many of the same
advantages

— Strong first strike

— Can clear a potentially
blocking patent

— Patent Owner has very
little leverage

* Disadvantages
— Wakes a sleeping giant

— Informs Patent Owner’s
continuation strategy

— Cost
— Potential of estoppel

ALSTON
&BIRD..s

BlIEETERAELICIPREZRIB T 5

- BHGR

 FHMER

- B ADZHEL - RNSEAEEZT
— Sl B — EEFMEE DR R
- BWEEHE—RTH BEICFHZEEZ D
EMTES - &R
— BEFEEOLIN\LYD - ZREDEHEN
MIBH T/INELY
ALSTON
&BIRD .

33



PO Considerations Once Petition Filed

* Institute Infringement Litigation
® Consider I'TC action (fast, stay unlikely)
* [f Already in Co-Pending Litigation:
* Evaluate stay motion
* AIA Trial Considerations
* Claim construction
= Dependent claims
* Evaluate real party-in-interest issues and privy issues
* Patent Portfolio
= Consider co-pending reissue

= Consider continuation strategy
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Strategies for AIA Trials

* Petitioner Strategies:
— Detailed petition (2-3
focused challenges on ~15
claims)

— Use best references, and

identify best challenges

— Address redundant
combinations of references

— Avoid the claim chart trap
— Let your experts speak

— Rebut 2-4 arguments in
Petitioner Reply

* Patent Owner Strategies:

— Strategic use of
preliminary response

— Focus on undermining
petitioner’s experts via
depositions

— Ensure experts have
industry-specific
knowledge

— Make claim amendments
elsewhere

— Limit arguments based on
hindsight, teaching away,
and nonanalogous art
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Using Protective Orders Effectively

= Protective Order: restricts use of confidential information
obtained in discovery in district court (and I'TC) litigation

* Restrict use of evidence obtained from district court
discovery against IPR proceedings
= E.g. “Confidential material ... shall be used by the receiving party
solely for purposes of the prosecution or defense of this action . . .

Counsel may advise client solely relating to this action based on his or
her evaluation of Confidential material”

* Consider motion to seal under Rule 42.14 in IPR if using
confidential information from district court litigation

= Other options: move to amend protective order or declassity
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PO Considerations in a Post-AIA World

* Prior to Filing Litigation:
= Portfolio review
* Pending continuations
" 4-8 patents to assert
= Reissues / continuations

* Consider adding additional dependent claims prior to assertion via a
reissue or Track 1 continuation filing

= Venue selection

= Investigate whether targets consistently participate in AIA trials
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Patent Prosecution in a Post-AIA World

* Know the Prior Art and Prosecute Over It
= More than “whitewash” required

* Dependent Claims:
= Adjust / diversify dependent claim scope

* Strength in Numbers:

= Consider continuation applications to build portfolio of important or
critical patents

= Increased number of claims with diverse scope

= Consider exceeding 3 independent, 20 total claims
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